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Intellectual Property

Recordal of License Contracts over Mark
and Franchise Contracts

Before the Law on Commercial Contract takes effect, contracts for the licensing of marks ("license
contracts") in Cambodia are governed by the existing laws, namely the Law on Marks, Trade Names
and Acts of Unfair Competition of 2002 ("Trademark Law") and the Sub-Decree on the Implementation
of the Law Concerning Marks, Trade Names and Acts of Unfair Competition of 2006 ("Sub-Decree").
According to Article 52 of the Trademark Law, a license contract is required to be recorded with the
register of the Department of Intellectual Property of the Ministry of Commerce ("MOC"), so that it can
be used to assert against unauthorised use of a mark by a third party. However, the Trademark Law is
silent on franchise contracts of the same nature.

On 12 March 2015, MOC issued Notification No. 0738 on the Recordal of License Contract and
Franchise Contract ("Notification") to fill in the gap of the Trademark Law. Based on the Noatification,
both license contracts and franchise contracts must be registered and recorded with the register of the
MOC to obtain protection against unauthorised use of a mark by a third party.

In addition to the above Notification, on 13 January 2020, MOC issued Prakas No. 036 MOC.IP.PR on
the Recordal of License Contract over Mark and Franchise Contract ("Prakas") with 27 clauses dealing
with the requirements, procedures and supporting documents required for the recordal of license
contracts, sub-license contracts, franchise contracts, and sub-franchise contracts, which are more
comprehensive than the ones provided in the Notification.

Chapter 3 of the Prakas stipulates the validity period, and rights and obligations in relation to the
registration of the recordal of license contracts and franchise contracts. Mainly, the rights of the
licensee/franchisee include the following:

a. To file a complaint with the competent court or authorities for them to issue a provisional
decision or take action along land border to control any breaches or potential breaches over the
use of a mark, or acts of unfair competition over the mark stipulated in the Trademark Law and
applicable laws, as well as to request the competent court to issue a decision on damage and
other remedies in accordance with applicable laws.

b. Inthe event that the licensor/franchisor rejects or fails to file a complaint against the breach over
the use of a mark or acts of unfair competition over the mark as requested by the
licensee/franchisee, the licensee/franchisee can file the complaint directly with the competent
court in accordance with the relevant legal procedures.
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c. In the event that the licensor/franchisor rejects or fails to request the competent authorities to
take actions in relation to the breach over the use of a mark or acts of unfair competition over
the mark as requested by the licensee/franchisee, the licensee/franchisee can request directly
to the competent authorities in accordance with the rights granted under the license contract
or franchise contract.

d. File jointly with the licensor/franchisor a complaint against any breach over the use of mark or
acts of unfair competition over the mark to demand compensation resulting from the breach.

According to the past regulations, the recordal of a license contract or franchise contract will be valid for
the term of such license contract or franchise contract. However, this validity period has been amended
by Article 14 of the Prakas provides that this validity period may only be five years from the date of the
recordal, or less than five years in accordance with the validity of each contract and its mark registration.
The recordal can be extended for another five years from the expiry of such recordal, and the extension
will be based on the validity of each contract and its mark registration.

Last but not the least, this new Prakas also gives any interested person the right to challenge the
decision on such recordal and raise this with the Complaint Resolution Committee or a competent court
within 90 days from the date of publication of such recordal in the Publications Bulletin of the Department
of Intellectual Property Rights of MOC. The decision issued by the Complaint Resolution Committee
may also be challenged before a competent court within 90 days from the date of issuance of such
decision.
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Rajah & Tann Asia is a network of legal practices based in South-East Asia. Member firms are independently constituted and regulated
in accordance with relevant local legal requirements. Services provided by a member firm are governed by the terms of engagement

between the member firm and the client.

This Update is solely intended to provide general information and does not provide any advice or create any relationship, whether legally
binding or otherwise. Rajah & Tann Asia and its member firms do not accept, and fully disclaim, responsibility for any loss or damage

which may result from accessing or relying on this Update.
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R&T Sok & Heng Law Office provides top quality and incisive legal services to domestic and international clients; in local and cross-border
transactions; on day-to-day operations and the most challenging transactions. As one of the leading law firms in Cambodia, R&T Sok & Heng Law
Office helps clients achieve their goals by combining international standard with local expertise.

R&T Sok & Heng Law Office is part of Rajah & Tann Asia, a network of local law firms in Singapore, Cambodia, China, Indonesia, Lao PDR,
Malaysia, Myanmar, the Philippines, Thailand and Vietnam. Our Asian network also includes regional desks focused on Brunei, Japan and South
Asia.

The contents of this Update are owned by R&T Sok & Heng Law Office and subject to copyright protection under the laws of Cambodia and, through
international treaties, other countries. No part of this Update may be reproduced, licensed, sold, published, transmitted, modified, adapted, publicly
displayed, broadcast (including storage in any medium by electronic means whether or not transiently for any purpose save as permitted herein)
without the prior written permission of R&T Sok & Heng Law Office.

Please note also that whilst the information in this Update is correct to the best of our knowledge and belief at the time of writing, it is only intended
to provide a general guide to the subject matter and should not be treated as a substitute for specific professional advice for any particular course
of action as such information may not suit your specific business and operational requirements. It is to your advantage to seek legal advice for your
specific situation. In this regard, you may call the lawyer you normally deal with in R&T Sok & Heng Law Office.
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